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PATENT 



IN THE UNITED S TATES PATENT AND TR^^DEMARK OFFICE 



In rc: 



Patent application of 
Keith R. McCrac 



Attorney Docket No.: 6056-260 



Group Art Unit: 1653 



Serial No.: 



09/461,061 



Filing Dale: 



December 15, 1999 



Examiner: Hope A. Robinson 



For: 



INHIBITION OK ANGIOGKNESIS 
BY HIGH MOLECULAR WEIGHT 
KININOGEN DOMAIN 3 
PEPTIDE ANALOGS 



Proposed issues for the intekview 



This is in response lo Examiner's Robinson request for a written agenda to disclose 
outstanding issues that would be discussed in the upcoming interview with Examiner Robinson 
and •supervisory Examiner Low. 

The main issue in this case is: "what is the subject of the transitional word ''comprising" 
in the preamble of Claim 1?" In other words, '^whether the fmnsitional word "comprising^' in the 
preamble of Claim 1 defines the scope of the peptide or the pharmaceutical composition?" The 
Examiner believes tliat the transitional word "comprising" in ihc preamble of Claim 1 defines tlic 
scope of the peptide. Applicant respectfully disagrees. 

Claim 1 recites; 



1. A pharmaceutical composition comprising a pharmaceutically acceptable carrier and a 
compound of the fomula XI -SEQ ID N0:l-X2 wherein 

XI is from zero to twelve amino acids, and 
X2 is from zero to twelve amino acids. 
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In re: Patent application of Keith R. McCme Attorney Docket No.: 6056-260 

147539-35926 

Serial No.:09/461 ,061 

Applicant respectfulJy submits that, as it is evident I'rom the language of Claim 1, the 
transitional word "comprising" clearly defines the scope of the pharmaceutical composition willi 
respect to the elements such as a ph^imiaceutically acceptable carrier and links the components of 
the claim. Hie word "comprising*' opens the claimed composition to additional elements that 
may be included in the pharmaceutical composition and does not change the scope of the 
claimed fixed-formula compound contained within the composition. 

Indeed, as it is amply evident from a reading of Claim I, the peptide of the 
ptiarmaceutical composition claimed is of a fLxed length (8 to 32 amino acid long) and a has 
specific formula of Xl-SEQ ID N0:l-X2, wherein XI and X2 are each from zero to twelve 
amino acids. SEQ ID NC):1 is Asn-Asn-Ala-'llir-Phe-Tyr-Phe-Lys, which corresponds to a 
portion of human kininogen (HK) domain 3. Assuming that Xl and X2 are each zero to twelve 
amino acids flanking SEQ ID NO;l, the shortest claimed peptide is 8 amino acids long, and the 
largest claimed peptide is 32-tunino acids long. 

Relying on the erroneous interpretation of the subject defined by the transitional word 
''comprising", as allegedly defining tlie peptide, the Hxaiiiincr rejects Claims 1-7 as being 
iiniicipatcd by Aucrswald. The rcjcciion alleges that although the sequences disclo.sed by 
Auerswald exceed 12 amino acid residues, the claims recite open language such as "comprising" 
and "has". Thus, the rejection concludes that the reference sequence is identical to the claimed 
sequences. Applicant respccllully disagrees. 

Applicant respectfully submits that the word "has" does not appear in Claim 1 and, for 
the reasons stated above, Auerswald's peptide is not the same as the claimed peptide. Auerswald 
discloses a 125-amino acid peptide corresponding to HK peptide, which peptide is about four 
times larger than the claimed peptide. 
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In re: Patent application of Keith R. McCrac 



Aliomey Docket No.: 6056-260 
147539-35926 



Serial No. 109/461,061 



Accordingly, Auerswald's peptide does not anticipate the claimed peptide. 



Respcctfiilly submitted. 
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